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DETAILED ACTION 



Claims 1-19 are pending in this office action. 



Claim Rejections - 35 USC § 112 



2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1, 13, 16, and 19 recite the limitation "the highest priority" in line 12 on page 3, 
line 4 on page 5, line 17 on page 5, and lines 5-6 on page 6, respectively. There is insufficient 
antecedent basis for this limitation in the claim. 

4. Claims 2, 15, and 17 recite the limitation "the reachability" in line 17 on page 3, lines 1 1- 
12 on page 5, and lines 22-23 on page 5, respectively. There is insufficient antecedent basis for 
this limitation in the claim. 

5. Claims 8 and 9 recite the limitation "the first delivery device" in lines 9 and 13 on page 4, 
respectively. There is insufficient antecedent basis for this limitation in the claim. 

6. Claims 18 recite the limitation "the last delivery device" in line 25 on page 5. There is 
insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 102 



7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

8. Claim 19 is rejected under 35 U.S.C. 102(e) as being clearly anticipated by U.S. Patent 
Application Publication No. US 2002/0087704 by Chesnais et al, hereinafter Chesnais. 

Regarding claim 19, Chesnais discloses a method of selecting a delivery device for a 
message (see Abstract), comprising: receiving priority tables of delivery devices, respectively, 
for each of a plurality of message recipients, the priority tables being customized for each 
message recipient (page 1, section 0004, lines 1-10; page 2, section 0025, lines 1-2; page 2, 
section 0031, line 1 - page 3, section 0031, line 16); allowing the priority tables to be 
dynamically changed for each message recipient (page 3, section 0033, lines 1-16; page 15, 
section 0251, lines 1-14); selecting, for each message to be transmitted, a delivery device having 
a highest priority from a corresponding priority table and determining whether the recipient of 
the message to be transmitted is available on the selected device (page 14, section 0228, lines 1- 
3; page 14, section 0241, lines 1-15); and continuing, for each message recipient that is not 
available on the selected device, to sequentially select another delivery device according to the 
corresponding priority table and to send the message to be transmitted to the selected delivery 
device, until the message recipient is available on the selected device (page 6, section 0049, lines 
1-10). 
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Claim Rejections - 35 USC § 103 



9. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Application Publication No. US 2002/0087704 by Chesnais et al, hereinafter Chesnais in view of 
U.S. Patent No. 6,147,977 by Thro et al, hereinafter Thro. 

Regarding claim 1, Chesnais discloses a method for selecting a delivery mechanism for a 
Message (see Abstract), comprising: creating, by a recipient of the message, a priority table of 
delivery devices of a recipient of the message; selecting a delivery device from the priority table 
having a highest priority and sending the message to the selected device (page 2, section 0031, 
line 1 - page 3, section 0031, line 16); and inherently continuing, if the recipient did not receive 
the message using a highest priority delivery device, to sequentially select another delivery 
device according to the priority table and send the message to the selected delivery device, until 
the recipient receives the message (page 6, section 0049, lines 1-10). 

Chesnais does not disclose creating, by a sender of the message, a priority table of 
delivery devices of a recipient of the message. 

Thro discloses a method and apparatus that processes messages within a wireless 
communications system based on originator or sender priority and recipient priority (see 
Abstract). In Figure 2, the known parties table (Figure 2, 72) shows that a message sent to a 
recipient has a priority designated by the sender (column 5, lines 26-45). Wherein the sender of 
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a message creates a priority table of priority levels for messages sent to a recipient. Depending 
on the priority level, a delivery device is chosen as shown in Figure 2, 80. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the method of Chesnais to include creating a priority table by the sender as 
taught by Thro to select a particular delivery device by priority in order to send a message to a 
recipient. One of ordinary skill in the art would have been lead to make such a modification in 
order for a sender to efficiently transmit a message to a recipient with confidence that the 
message reaches the recipient using a delivery mechanism chosen by the sender, without sending 
a duplicate message to each one of the recipient's mailboxes. 

Regarding claim 2, the method of claim 1 mentioned above, wherein Chesnais further 
discloses determining a reachability of a recipient before sending the message to the selected 
delivery device (page 3, section 0035, lines 1-28; page 14, section 0228, lines 1-3; page 14, 
section 0241, lines 1-15). 

Regarding claim 3, the method of claim 1 mentioned above, wherein Chesnais further 
discloses if the message has not been delivered to the recipient after a last delivery device 
inherently has been selected, selection of delivery devices inherently begins again, starting with 
the highest priority delivery device in the priority table, after a predetermined time has expired 
(page 6, section 0048, line 1- page 6, section 0049, line 10; page 10, section 0158, line 1 - page 
10, section 0163, line 4; page 12, section 0199, lines 1-25). 

Regarding claim 4, the method of claim 1 mentioned above, wherein Chesnais further 
discloses the priority table is configured in a way that all messages are sent to the recipient using 
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a particular delivery device, e.g. an instant messaging (page 13, section 0219, line 1 - page 14, 
section 0239, line 9). 

Regarding claim 5, the method of claim 4 mentioned above, wherein Chesnais further 
discloses the priority table inherently comprises a name/ID of the recipient, the delivery device, 
and a delivery address for the delivery device (see Figure 2; page 2, section 0031, line 23 - page 
3, section 0031, line 16; page 3, section 0034, lines 12-32; page 4, section 0040, lines 1-9). 

Regarding claim 6, the method of claim 1 mentioned above, wherein Chesnais further 
discloses the priority table is configured in a way that a delivery device is selected according to 
time of day and day of week (page 3, section 0031, lines 1-16). 

Regarding claim 7, the method of claim 6 mentioned above, wherein Chesnais further 
discloses the priority table inherently comprises a name/ID of the recipient, a list of delivery 
times and dates, delivery devices corresponding to the delivery times and dates, and delivery 
addresses corresponding to the delivery devices (page 3, section 0031, lines 1-16; page 3, section 
0032, lines 1-12; page 3, section 0034, lines 12-32; page 4, section 0040, lines 1-9). 

Regarding claim 8, the method of claim 1 mentioned above, wherein Chesnais further 
discloses the priority table is configured in a way that a first delivery device selected to send a 
current message is the same device used to deliver a previous message to the recipient, and the 
previous message was inherently delivered within a predetermined amount of time before the 
current message is sent (page 3, section 0032, lines 1-12; page 14, section 0228, line 1 - page 14, 
section 0234, line 31). 

Regarding claim 9, the method of claim 1 mentioned above, wherein Chesnais further 
discloses the priority table is configured in a way that a first delivery device selected to send a 



Application/Control Number: 09/842,352 Page 7 

Art Unit: 2645 

current message inherently is a same type of device as the type of device used by the sender to 
create the message, e.g. if both sender and recipient are using an instant messaging service (page 
13, section 0224, lines 1-15). 

Regarding claim 10, the method of claim 1 mentioned above, wherein Chesnais further 
discloses the sender sends a message to one or more recipients (page 1, section 0004, lines 1-10) 
and there is a priority table for each recipient (page 2, section 0031, line 1 - page 3, section 
0031, line 16). 

Chesnais does not disclose the sender creates a priority table for each recipient. 

Thro discloses a method and apparatus that processes messages within a wireless 
communications system based on originator or sender priority and recipient priority (see 
Abstract). In Figure 2, the known parties table (Figure 2, 72) shows that a message sent to a 
recipient has a priority designated by the sender (column 5, lines 26-45). Wherein the sender of 
a message creates a priority table of priority levels for messages sent to recipients (see Figure 2, 
72; Party ID: 0001, 0002, 0003). Depending on the priority level, a delivery device is chosen as 
shown in Figure 2, 80. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the method of Chesnais to include creating a priority table by the sender as 
taught by Thro to select a particular delivery device by priority in order to send messages to 
recipients. One of ordinary skill in the art would have been lead to make such a modification in 
order for a sender to efficiently transmit a message to a recipient with confidence that the 
message reaches the recipient using a delivery mechanism chosen by the sender, without sending 
a duplicate message to each one of the recipient's mailboxes. 
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Regarding claim 1 1, the method of claim 1 mentioned above, wherein Chesnais further 
discloses the delivery device comprises one of a 3G wireless device, a mobile phone, a fixed 
telephone, a personal computer, a facsimile device, a pager, and a personal digital assistant (page 
2, section 0028, lines 1-7; page 4, section 0039, lines 1-25). 

Regarding claim 12, the method of claim 1 mentioned above, wherein Chesnais further 
discloses a format of the message comprises one of a voice message, a text message, an 
electronic mail message, an instant message, a short message service message, and a video 
message (page 4, section 0040, lines 10-27). 

Regarding claim 13, Chesnais discloses a system for selecting a delivery mechanism of a 
message (see Abstract), comprising: a preferences and profile database containing a priority 
table, created by a recipient of the message, of delivery devices of a recipient of the message 
(Figure 1, 110; page 2, section 0031, lines 1-13); and apriority delivery selection logic unit 
inherently selecting a delivery device from the priority table having a highest priority and 
sending the message to the selected device (page 4, section 0043, line 1 - page 5, section 0043, 
line 1-18), and continuing, if the recipient did not receive the message using a highest priority 
delivery device, to sequentially select another delivery device according to the priority table and 
send the message to the selected delivery device, until the recipient receives the message (page 6, 
section 0049, lines 1-10). 

Chesnais does not disclose creating, by a sender of the message, a priority table of 
delivery devices of a recipient of the message. 

Thro discloses a method and apparatus that processes messages within a wireless 
communications system based on originator or sender priority and recipient priority (see 
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Abstract). In Figure 2, the known parties table (Figure 2, 72) shows that a message sent to a 
recipient has a priority designated by the sender (column 5, lines 26-45). Wherein the sender of 
a message creates a priority table of priority levels for messages sent to a recipient. Depending 
on the priority level, a delivery device is chosen as shown in Figure 2, 80. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the method of Chesnais to include creating a priority table by the sender as 
taught by Thro to select a particular delivery device by priority in order to send a message to a 
recipient. One of ordinary skill in the art would have been lead to make such a modification in 
order for a sender to efficiently transmit a message to a recipient with confidence that the 
message reaches the recipient using a delivery mechanism chosen by the sender, without sending 
a duplicate message to each one of the recipient's mailboxes. 

Regarding claim 14, the system of claim 13 mentioned above, wherein Chesnais further 
discloses the priority delivery selection logic unit and the preferences and profiles database are 
located within a store and forward portion of a multimedia messaging system (see Figure 1: 100, 
110; Figure 2, 200). 

Regarding claim 15, the system of claim 13 mentioned above, wherein Chesnais further 
discloses determining a reachability of the recipient before sending the message to the selected 
delivery device (page 3, section 0035, lines 1-28; page 14, section 0228, lines 1-3; page 14, 
section 0241, lines 1-15). 

Regarding claims 16-18, please see the rejection of the method in claims 1-3 mentioned 
above, respectively, to reject the computer-readable storage in claims 16-18. 
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Response to Argument 



1 1 . The declaration filed on March 17, 2004 under 37 CFR 1 . 13 1 has been considered but is 
ineffective to overcome the Agarwal reference. 

12. The evidence submitted is insufficient to establish a reduction to practice of the invention 
in this country or a NAFTA or WTO member country prior to the effective date of the Agarwal 
reference. Exhibit A (the Invention Disclosure Record) does not disclose a priority date before 
the date of the Agarwal reference. 

13. The declaration is insufficient because it is unsigned by all named inventors of the 
application. See MPEP § 715.04. 

14. Applicant's arguments, see pages 7-10, filed March 17, 2004, with respect to the 
rejection(s)of claim(s) 1-18 under 35 USC 102(e) being clearly anticipated by Agarwal, have 
been fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of U.S. 
Patent Application Publication No. US 2002/0087704 by Chesnais in further view of U.S. Patent 
No. 6,147,977 by Thro. Please see the 103(a) rejection(s) above for those claims. Also, a new 
ground(s) of rejection is made in view of U.S. Patent Application Publication No. US 
2002/0087704 by Chesnais. Please see the 102(e) rejection(s) above for claim 19. 

15. Applicant's arguments with respect to claim 1-19 have been considered but are moot in 
view of the new ground(s) of rejection. 

1 6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE NON-FINAL. 



• 
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Conclusion 



17. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

• U.S. Patent Application Publication No. US 2002/0067806 by Rodriguez et al teach a 
system and method for notifying a user of urgent phone messages; multiple locations, 
such as pagers, email addresses, and alternate phone numbers are contacted in order to 
inform the user of the urgent message 

18. Any response to this action should be mailed to: 



Hand-delivered responses should be brought to: Crystal Park II, 2121 Crystal Drive, Arlington, 
VA, Sixth Floor (Receptionist). 



Commissioner of Patents and Trademarks 
Washington, D.C 20231 



Or faxed to: 



(703) 872-9314 (for formal communications intended for entry) 



Or call: 



(703) 306-0377 (for customer service assistance) 
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19. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lisa Hashem whose telephone number is (703) 305-4302. The 
examiner can normally be reached on M-F 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (703) 305-4895. Any inquiry of a general nature or 
relating to the status of this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 305-3900. 



lh 

May 29, 2004 





